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DETAILED ACTION 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-20 rejected under 35 U.S.C. 1 12. second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Regarding claim 1, the phrase "bulk" renders the claim indefinite because it is 
unclear whether the limitation(s) following the phrase are part of the claimed invention. 
See MPEP § 2173.05(d). For the sake of examination the term "bulk substrate" will be 
interpreted as — substrate material — . 

Regarding claim 1, the phrase "successive" renders the claim indefinite because 
it is unclear whether the limitation(s) following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). For the sake of examination the term "successive" 
with be interpreted as — followed by another step" — . 

Regarding claim 1, the phrase "use of an origination shim" renders the claim 
indefinite because the claim does not state how the shim was used. See MPEP 
§2173.05(q). 

Regarding claims 8-11, the phrase "can be" renders the claim indefinite because 
it is unclear whether the limitation(s) following the phrase are part of the claimed 
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invention. See MPEP § 2173.05(d). For the sake of examination the term "can be" will 
be interpreted as — optionally — . 

Claim 20 recites the limitation "the marking " in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC §101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any nev*^ and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 1 is rejected under 35 U.S.C. 101 because it is failing to be a proper 
process claim. See MPEP § 2173.05(q). 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 7, 13-15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
McGrew (5,521,030). 

McGrew teaches it is know to use methods of embossing (as in claim 15) to 
replicate a holographic relief pattern (i.e. an optically variable transitory image relief 
pattern, commonly known as OVD,(as in claim 13), characterized by use of a master die 
(i.e. origination shim, as in claim 7) fabricated through use of photolithography to create 

\ 
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a patterned etch-mask layer (i.e. raised or depressed portions, as in claim 14) to etch 
the substrate (i.e. bulk substrate ) of the origination shim (i.e. a through a 
micromachining process involving successive steps). See Background. McGrew also 
teaches use methods of hot-stamping (col. 6, 31+). 

Claim Rejections - 35 USC § 103 

Claims 2, 3, and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over McGrew (5,521,030), as applied to claims 1, 7, and 13-15 above, in view of 
Morales et al (6,749,997), and evidenced by Watrous (4,092,61 1), Lercel (6,635,398), 
and by Meyer (2,409,119). 

McGrew teaches it is known that a related process is used with a silicon 
substrate, as in claim 2, and use of RIE, as in claim 3. See abstract. 

McGrew fails to teach wet etching silicon, as in claim 2. 

With respect to claim 2, Morales teaches it is known to use wet etch for silicon 
etching. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made, to modify the invention of replicating an OVD patter, as McGrew, 
by including a step of wet etching the silicon, as applicants' claim, because Morales 
teaches wet etching silicon is known to be effective, and use of methods known to 
effective are cost saving. 
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As to the silicon being single crystal (i.e. monocrystalline) of a specific 
orientation, as in claims 2 and 3, the modified invention of McGrew is silent with regard 
to use of a single crystalline silicon plane 1 00 or 1 1 1 . 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made, to modify the invention of replicating an OVD patter with etching, 
as McGrew, by include use of any single crystalline silicon plane, including applicants' 
specifically claimed 1 00 or 1 1 1 , because of the benefit of preferencial etching (wet or 
RIE as evidenced by Lercel - see background) occurs in a lateral plane, as evidenced 
by Watrous. See Watrous's Background section. 

The modified invention of McGrew teaches it is effective to form a nickel shim 
from the silicon master. See Morelas col. 8. 

McGrew is silent as to the method of deposition, or use of successive steps of 
electroforming, as in claim 6. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made, to use any method of forming of the nickel, including applicants* 
specifically claimed electroforming because one skilled in the art would find it obvious to 
attempt any method known to be effective for forming nickel, and electroforming nickel 
is known (evidenced by Meyer of 2,409,1 19 - see title). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made, to use any number of electroforming steps, including applicants' 
claimed successive steps, when using the method of replication as McGrew, because 
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mere duplication has no patentable significance unless a new and unexpected result is 
produced. 

Claim Rejections - 35 USC § 103 

Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
McGrew (5,521,030), as applied to claims 1, 7, and 13-15 above, in view of Hibino 
(6,119,485). 

McGrew fails to teach specific materials of substrate, as applicants' limitations of 
claims 4 and 5. 

Hibino teaches it is known to be effective to use silicon dioxide as a main 
component, and that it consists of metal. See Summary, col. 4. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made, to modify the invention of replicating an OVD pattern with etching, 
as McGrew, by including the use of a substrate mainly of silicon dioxide, as in claim 4, 
and comprising metal, as in claim 5, because Hibino teaches such substrate materials 
are known to be effective, and use of methods known to effective are cost saving. 

Claim Rejections - 35 USC § 103 

Claims 8-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over McGrew, 
as applied to claims 1,7, and 13-15 above, in view of Morales et al and Kato 
(5,187,597), evidenced by GlaxoSmithKline (ChennaiOnline Cityscape; 2/26/2003; 
http://chennaionline.com/citvfeature/newlaunches/crocin.asp) 
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McGrew fails to teach the structural properties of the shim as in claims 8-10. 

As to claims 8-10, Kato teaches front and back images display different images, 
as in claims 8-1 1 . See Summary. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made, to modify the invention of a shim, as McGrew, to include the 
structural properties as applicants' limitations in claims 8-10, because Kato teaches 
such structural properties are known to be effective, and use of structures known to 
effective are cost saving. 

Further GlaxoSmithKline provides evidence that holograms having features like 
flip-flop, kinetic effect, 2D+3D effect and micro-text, which makes it very difficult for 
spurious manufacturers to duplicate. 

If examiner selected the option of not replicating when rotated through a 90 
degree at a fixed viewing angle offset, as in claim 8; not replicated such that the 
foreground image relief pattern is hidden by the background relief pattern, when the 
replicated image is tilted away from the observer, as in claim 9; and not replicating such 
that the foreground, non-apparent when viewed perpendicular to the plane of the image 
replica, appears against the background of the relief patter, when the replicated image 
is tilted away from the observer, as in claim 10. 

IF examiner did not select the option above, it would have been obvious to one of 
ordinary skill in the art at the time of invention was made, to modify the invention of 
invention of replicating an OVD pattern with etching, as McGrew, by include the use of 
features like flip-flop, kinetic effect, and 2D as applicants' features in claims 8-10, 
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because GlaxoSmithKline provides evidence that holograms having such features are 
good for security, as they make it very difficult for spurious manufacturers to duplicate 
them. 

Claim Rejections - 35 (JSC § 103 

Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over McGrew 
(5,521,030), as applied to claims 1. 7, and 13-15 above, in view of Wreede (5,455,692) 
and Cowan (4,839,250), evidenced by GlaxoSmithKline (ChennaiOnline Cityscape; 
2/26/2003; http://chennaionline.com/citvfeature/newlaunches/crocin.asp) 

McGrew fails to teach the structural properties as in claim 11. 

Wreede teaches visual contrast switching effects between the positions (see 
abstract) upon rotation of the tilted image (See fig. 5B), and tilting of the image at the 
angle viewed (see figs! 6A and 6B), wherein there are three relief element arrays, one 
oriented in a row wise grid (see fig. 3), one rotated by 45 degrees on the same plane in 
a row wise grid (see fig. 40), and the third the combined image of the first two (see 
abstract). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made, to modify the shim, as McGrew, to include the structural properties 
as applicants' limitations in claim 1 1 , because Kato teaches such structural properties 
are known to be effective, and use of structures known to effective are cost saving. 
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The modified teaching of McGrew fails to teach the horizontal axis (rows) are 
rotated 90 degrees between the two relief element arrays oriented in a row (i.e 
horizontal) wise grid. 

Cowan teaches rotation up to 90 degree can be accomplished between two relief 
element arrays oriented in a row (i.e. horizontal) wise grid of a hologram (see figs 3 and 
4, and col.6, line 35+). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made, to modify the shim, as McGrew, to include horizontal axis (rows) 
are rotated 90 degrees between the two relief element arrays oriented in a row (i. e. 
horizontal) wise grid as applicants' limitations in claim 1 1 , because Cowan teaches such 
structural properties are known to be effective, therefore one skilled in the art would be 
motivated to attempt to use structures known to be effective are cost saving. 

Further, it would have been obvious to one of ordinary skill in the art at the time 
of invention was made, to modify the invention of invention of replicating an OVD 
pattern with etching, as McGrew, by include the use of features like flip-flop, kinetic 
effect, and 2D as applicants' features in claim 1 1 , because GlaxoSmithKline provides 
evidence that holograms having such features are good for security, as they make it 
very difficult for spurious manufacturers to duplicate them. 

Claim Rejections - 35 USC §103 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over McGrew 
(5,521,030), as applied to claims 1, 7 and 13-15 above, in view of Wreede (5,455,692), 
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Cowan (4,839,250) and 

http://web.archive.Org/web/20031001103319/http://hlholoqrani.conn/ (Oct, 1, 2003). 

McGrew fails to teach the structural properties as in claim 12. 

Wreede teaches visual contrast switching effects between the positions (see 
abstract) upon rotation of the tilted image (See fig. 5B), and tilting of the image at the 
I angle viewed (see figs. 6A and 6B), wherein there are three relief element arrays, one 

oriented in a row wise grid (see fig. 3), one rotated by 45 degrees on the same plane in 
a row wise grid (see fig. 40), and the third the combined image of the first two (see 
abstract). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made, to modify the shim, as McGrew, to include the structural properties 
as applicants' limitations in claim 12, because Kato teaches such structural properties 
are known to be effective, and use of structures known to effective are cost saving. 

The modified teaching of McGrew fails to teach the horizontal axis (rows) are 
rotated 90 degrees between the two relief element arrays oriented in a row (i.e 
^ horizontal) wise grid, as in steps a and d of claim 12. 

Cowan teaches rotation up to 90 degree can be accomplished between two relief 
element arrays oriented in a row (i.e. horizontal) wise grid of a hologram (see figs 3 and 
4, and col.6, line 35+). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made, to modify the shim, as McGrew, to include horizontal axis (rows) 

I 
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are rotated 90 degrees between the two relief element arrays oriented in a row (i. e. 
Iiorizontal) wise grid as applicants' limitations in claim 1 1 , because Cowan teaches such 
structural properties are known to be effective, therefore one skilled in the art would be 
motivated to attempt to use structures known to effective are cost saving. 

The modified invention of McGrew fails to teach the variety of holographic image 
pattern relationships as in applicants' steps b-c, as in claim 12. 

http://web.archive.Org/web/20031001103319/http://hlholoqram.com/ teaches a 
wide variety of holographic image pattern relationships are know to be effective, 
including applicants' specifically claimed appears on background or hidden when tilted 
away, as in steps b-c. 

http://web.archive.ora/web/20031 001 1 0331 9/http://hlholoqram.com/ . 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made, to modify the shim, as McGrew, to include a wide variety of 
holographic image pattern relationships known to be effective, including applicants' 
specifically claimed appears on background or hidden when tilted away, because 
abscent unexpected results, one skilled in the art would be motivated to attempt what 
has already been taught to be known and effective. 
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Claim Rejections - 35 USC § 103 

Claim 16, is rejected under 35 U.S.C. 103(a) as being unpatentable over 
McGrew (5,521,030), as applied to claims 1,7, and 13-15 above, in view of Blenkhorn 
(4,840,757). 

McGrew fails to teach relief elements are hot-stamped on a substrate of two 

layers. 

Blenkhorn teaches it is known to hot stamp a substrate of two layers. See 
background. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made, to modify the transitory image structure, as McGrew, to include 
relief elements are hot-stamped on a substrate of two layers, because Blenkhorn 
teaches such a method is well known, one skilled in the art would be motivated to 
attempt what has already been taught to be known and effective, and use of methods 
known and effective are cost saving. 

Claim Rejections - 35 USC § 103 

Claim 17, is rejected under 35 U.S.C. 103(a) as being unpatentable over 
McGrew (5,521,030), as applied to claims 1, 7. and 13 - 15 above, in view of Oshima 
(6,264.782). 

McGrew fails to teach relief elements comprise ink, as in claim 18. 
Oshima teaches it is well known for the image transferred (i.e. relief pattern) to 
contain ink. See Background. 
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It would have been obvious to one of ordinary skill in the art at the time of 
invention was made, to modify the transitory image structure, as MoGrew, to include 
relief elements contain ink, because Oshima teaches such a method is well known, one 
skilled in the art would be motivated to attempt what has already been taught to be 
known and effective, and use of methods known and effective are cost saving. 

Claim Rejections - 35 USC § 103 

Claims 18 and 19, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over McGrew (5,521 ,030), as applied to claims 1,7, and 13-15 above, in view of 
Gallagher (4,728,377). 

McGrew fails to teach images are intaglio printed, as in claim 18. 

Gallagher teaches it is well known to for the image transferred to be intaglio 
printed onto a document (i.e. an object carrying a transitory image structure, as in claim 
19). See Section 5-8. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made, to modify an object carrying a transitory image structure, as 
McGrew, to include images are intaglio printed on objects, as in claim 18, because . 
Gallagher teaches such a method is known to be effective, therefor one skilled in the art 
would be motivated to attempt what has already been taught, and use of methods 
known and effective are cost saving. 
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Claim Rejections - 35 USC § 103 
Claim 20, is rejected under 35 U.S.C. 103(a) as being unpatentable over 
McGrew (5,521 ,030), as applied to claims 1 , 7, and 13-15 above, in view of Yeo 
(2002/0001108). 

McGrew fails to teach images are injection molded onto the object (i.e. 
document), as in claim 20. 

Yeo teaches it is known for the holographic image to be plastic injection molded 
onto the document. See Abstract and Summary. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention was made, to modify an object carrying a transitory image structure, as 
McGrew, to include images are plastic injection molded ontb the object (i.e. document) 
as applicants' claimed limitation, because Yeo teaches such a method is known to be 
effective, therefor one skilled in the art would be motivated to attempt what has already 
been taught, and use of methods known and effective are cost saving. 

Conclusion 

Please see MPEP 21 13 on Product by process claims. When the reference 
teaches a product that appears to be the same as, or an obvious variant of, the product 
set forth in a product-by-process claim although produced by a different process. See In 
re Marosi, 710 F.2d 799, 218 USPQ 289 (Fed. Cir. 1983) and In re Thorpe, 777 F.2d 
695, 227 USPQ 964 (Fed. Cir. 1985). 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Patricia A. George whose telephone number is (571) 272-5955. The 
examiner can normally be reached on Mon. - Fri. between 8:00 am and 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nadine Norton can be reached on (571) 272-1465. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner 
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